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: Keeping the IP in your projects 
- 

by DOUG JONES 

I ‘-AL PROPERTY” is a term lYeely bandied 
about in be feasibility, design and development stages of 
many projects - and these days it is jealously guarded, as 
some recent court cases on alleged intemet breaches have 

I 

highlighted. 
Often “intellectual property” is used to describe almost 

any intangible asset of commercial value, including a 
company’s “intellectual capital”, such as the collective 

ator of a work, unless there is an agreement to the contmry. 
There are several statutory exceptions to this, however. 
The first is “Crown copyright”. Copyright in any orig- 

inal work “made by or under the direction or control of 
the Commonwealth or StaLe” will be owned by the Com- 
monwealth or State - and this may catch materials made 
by independent contractors. 

The second main exception is when an employee cre- 
ates an original work in the course of his or her employ- 
ment. In these cases the employer owns the copyright. 

But consultants and contractors are in a different posi- 
tion. While copyright in their works may be owned by the 
Crown under the Crown copyright provisions, in all other 
circumstances it is retained by the consultant or contrac- 
tor, unless there is an agreement to the contrary. 

So it is advisable for owners and contractors to ensure 
any consultants, contractors and sub-contractors work- 
ing on a project execute an “assignment of copyright” 
agreement before they start work. 

Except when an invention or work is patentable or pro- 
tected by copyright, it is most commonly the “know how” 
required to create the invention or work that is protected 
- in this case, by the common law on confidential infor- 
mation. 

mercial in ,vntidence”, and the consultants should sii 
confidential@’ agreements, either as separate contrac 
or as part of’heeir consultancy agreements. 

Consultah’y contracts should also stipulate that tl 
copyright in my document or other work they produce f, 
the project \\ill belong to the party engaging them. USI 
ally this is nhet easily and effectively done by an assigl 
ment of the .vpyright. 
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skills of its workforce. 
So often the words “commercial in confidence”, “copy- 

right” and “intellectual property rights reserved” end up 
being rubber stamped - by the computers, these days - 
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on almost every document you see. 
But what actually is protected under the rubric of “intel- 

lectual property”? And how should intellectual property 
issues be managed? 

The starting base is that “intellectual property” is truly 
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involved only if the law recognises the right of one or 
more individuals to control, manipulate and dispose of what 
is being considered. 

In Australia, intellectual property usually arises as a 
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direct result of legislation, like copyright under the Copy- 
right Act, trademarks under the Trademarks Act, registered 
designs under the Designs Act and patents under the 
Patents Act. The judge-made common law also plays an 
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important role through its protection of confidential infor- 
mation and know-how, even though these are not strictly 
“property” right.5 in this country. 

All of the categories of “IP” may be relevant in any 
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given project, but copyright and confidential informa- 
tion/know how are likely to arise most frequently. To 
maximise the value of the IP created as part of any pro- 
ject, it is critical to ensure that steps are taken to identify 
all the IP, ensure its ownership and control and ensure 
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its protection. 
Often it is those who own and control the IP used in a 

project who ultimately have control of the project and its 
outcomes. 
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Copyright essentially exists to prevent the unautho- 
rised copying of “works” and “subject matter other than 
works” protected under the Copyright Act. “Works” pro- 
tected in this way include original literary, artistic, musi- 
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cal and dramatic efforts, sculptures, photographs, draw- 
ings, buildings, models of buildings and computer pro- 
grams. 

“Subject matter other than works” includes original 
sound recordings, films and radio and TV broadcasts. 
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Copyright protection automatically exists if an asset 
falls into one of the categories protected by the Copy- 
right Act. Regisnation is not required. 

Copyright law does not protect ideas, facts, methods or 
ystems as such. It protects only theform in which they 
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e expressed. Copyright is generally owned by the cre- 

Information other than know how may also be pro- 
tected. This includes general business information or 
“trade secrets”, personal information and government 
information. 

l?machoiconf#ence 

T he law of confidential information protects only 
information which is actually confidential and not 
in the public domain. 

Before a court action for “breach of confidence” can suc- 
ceed, it must also be shown there is an actual or anticipated 
unauthorised use or disclosure of the information, in cir- 
cumstances giving rise to an obligation of confidence. 

So the most effective way of protecting confidential 
information is through written contracts with all the par- 
ties to whom the information is disclosed, setting out how 
the information may be disclosed or used. 

In Australia, there is no “property” interest in confi- 
dential information. This is in contrast to some states in 
the US, where the courts have decided confidential infor- 
mation is property. 

So in Australia, contracts need to deal with the infor- 
mation in terms of a grant of a right to use or disclose. But 
contracts dealing with international rights, particularly 
where US confidential information is involved, should 
also be based on assignments. 

ln many projects the details provided by owners and con- 
tractors to their consultant, including architects, engineers 
and planners, may contain significant confidential infor- 
mation. 

This information should be identified and marked “com- 

The Des@ Act defines “design” as “features of shap 
configuraticur. pattern or ornamentation applicable to ; 
article, beil$ features that in the finished article can t 
judged by rtr eye, but does not include a method or PI+, 
ciple of conxuucdon”. 

So while f‘uildings themselves cannot be designs, 
design of a buildi--; or a model of a building is capabl 
of b&g pron\ted under the designs legislation. If this pra 
uct is valualrlc. legal protection is important. 

Simila+. the construction of the project may requil 
theuseofnxrhodsorpm s which involve a novel stei 
In certain cilcumstances these may be patentable. Fc 
example, a p;ttent was sought for the Ramset system of lifi 
ing pre-cast ,vncrete wall panels into position. 

Patent ap$cations should be lodged for any novC 
method or pncess likely to be of commercial value. 

But this t~zzds to be done before it is demonstrates 
sold or d&uhd in public, or a patent will not be grantee. 

Tenderen obviously need to be given enough infor 
m&on to s~~lwlit their proposals. 

Again, c&dential information in the tender docu 
ments shoul,l be clearly identified, and confidentialit: 
agreements should be signed before the information i 
distributed. 

These co111 identiality agreements should stipulate hov 
tender d~ullk%tS are to be delivered and how confiden 
dal documetll\ should be stored. The tendering stage is alsc 
a wo&whilc lime to incorporate any broader IP require 
merits, a +,c lcnderers will be keen to win the contract! 
and are likely to be more agreeable than in later phases 

It is impot<:ult to ensure that confidentiality obligation! 
are applied ~,II only to contractors and their consultant! 
but to sub-ccllirmctors. 

If the projc*t’t is to have a general name which may b< 
valuable or ut&ty require its identity to be differentiated 
or if a landm;ll k building is to be built, a trade mark appli- 
cation should be lodged for the name or logo. 

An audit (,I 1111 intellectual property created in a projec 
should be p,=, Iormed in the post-contract phase. to iden 
tify any Ip isslles neglected during the project and ensure 
any trade m;,lhs and designs will be re-registered wher 
due. 

And there’, one other reason for an audit: knowin: 
which parties 1 Iold your IP allows breaches to bc more eas 
ily traced! n 
Ed.: Doug Joules AM is a construction partner in the 
nation& [an, /km Clayton Ufi. 
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ying for major bansport infrastructure pro- 
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